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Remarks/Arguments 
following remarks are being filed in response to fte Official Offiee Action ot the 
Examiner mailed August 13, 2003, setting a three month shortened smh^tory period for response 
ending November 13, 2003. Claims 1-3 and 5-20 remain pending. 

h, patagraph 1 of the Office Action, the Examiner objected to the title, and in paragraph 2 
of the Office Action, the Examiner objected to the absm>ct. Similar objecttons were made by the 
Examiner in the Office Action December 16, 2002. to the Amendment filed on February 12, 
2003, Applicants amended both the utle and the absh^t to overcome the Exantinefs objections. 
As such. Applicants must respectfully traverse these objections. 

to paragraph 4 of the Office Action, the Examiner rejected claims 1-3 and 20 under 35 
U.S.C. 103(a) as being unpatentable over Stellwagen, Jr. (U.S. Patent No. 5,835,755) in view of 
Robinson et al. (U.S. Patent No. 6,263,433). The Examiner acknowledges that Stellwagen, Jr. 
does not suggest the use of hardware utilization limits. However, the Examiner states that 
Robmson et al. suggest providing one or more desired hardware utilization limits (citing 
Robinson et al., column 6, lines 49-51, column 8. Unes 13-16, column 5, Imes 16-19). and 
remaining withm the desired hardware utilization limits (citing Robinson et al., column 6, lines 
44-49, column 2, lines 3-8, column 8, lines 13-16 and column 5, lines 16-19). 

After careful review. Applicants must respectfttUy disa^ee. Robin^n et al. relates to "a 
method ^d apparatus for distdbuting computer resources in a network environment" (Robinson 
et al., abstr^t). The Examiner states that Robinson et al. discloses "providing one or more 
desired hardware utilization limits", to support of this assertion, the Examiner cites to dte 
following passages from Robinson et al. 
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„„,.a.epUca.e..a.a.ase.™sao.„o.appea..o...ei„»ywa..o...v.d,n.o„eo. 
„„.eaes.e. — u..za«on«s.a3.ec.e...at™^T.e„e«p.^^^^ 
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utilization liBiS", as recited m clam. 1. to fact, Rol, 
away from the invention recited in claim 1. 

ThenextpassagecitedbytheExaminerisasfoUows: 

(Robinson etal., column 5, Imes 16 1^)- 8 ,„ent system" as 

. fnr the vet-to-be built database management system, a 

„„re desired hardware uUlizatton Unnfi for the yet 

recited in claim 1. „;,hin the desired hardware utilization 

Withrespeetto the language-while remarmngwAm the des 

..ofclaimLtheExaminercitestothefoUowingpassage: 

,.esharedresourcese..ces«-^^^^^ 

that provide access to ^^ared re source^^^^^^^ ^^^^^^^^^^ ^^t,base 204 

r:::"— ------ 

. Tf -Fxaminer elects to maintain this 
•V f limits" as the Examiner suggests. If the Examiner 

how this and other passages apply to to pending clarms. 



. t.mtn satisfy the one or more throughput 
fortheyet.to-bebuiltdatabaserr.anagemer.tsystemtosat.sfythe 

■ t.'VhUerernainingwithmthedesiredhardwareutilizationhrnUs , as 
workload requirements while remamms 

recited in claim 1. 

The next passage cited by me Examiner is as follows: 
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.n,aini„swithi„.hedesi.e<«utili.atio„«s",astecitedinclat.l. 
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(Emphasis Added). The reason given by the Examiner as to why it would have been obvious to 

combine Stellwagen, Jr. with Robinson et al. to arrive at the invention of claim 1 is as follows: 

since Stellwagen and Robinson teach the use of computers, the use of 
d^X es tSe of networks, the use of servers, the use of hardware, the use of 
"e!'the use of workloads, the use of requirements, the use of hardware 
utiUzation, and the use of hardware throughputs. 

Even assuming that this is accurate, Applicants do not beheve that merely stating that 
Stellwagen, Jr. and Robinson et al. both teach the use of "computers", "databases", "networks", 
"servers", etc., means that the combination recited in claim 1 would have been obvious. The 
reasons given by the Examiner do not provide any motivation or desirability of combining 
Stellwagen, Jr. and Robinson et al. in the mam.er suggested by the Examiner. As noted in MPEP 
§ 2143, it is the duty of the Examiner to present a r onvinrin plineofreasoningastowhythe 
..... b.ve fou ^^ -1-^--^ invention to h.ve been obvious in hpht of the teachings of 
thereferences. If the Examiner elects to maintain the rejection of claim 1, as well as other 
claims, Applicants respectfully request that the Examiner present a convincing line of reasoning 
as to why the artisan would have found the claimed invention to have been obvious in light of the 
teachings of the references, as required by MPEP § 2143. 

For the foregoing reasons, as well as other reasons, claim 1 is beUeved to be clearly 
patentable over Stellwagen, Jr. in view of Robinson et al. For similar and other reasons, claims 
2-3 and 20 are also believed to be clearly patentable over Stellwagen, Jr. in view of Robinson et 
al. 

In paragraph 9 of the Office Action, the Examiner rejected claims 5-9 under 35 U.S.C. § 
103(a) as being unpatentable over Stellwagen, Jr. and Robinson et al., as applied to claim 2, and 
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further in view of Ya»g e. al. (U.S. Patent No. 6,542,864). For similar reasons to those given 
above, as well as other reasons, dependent claims 5-9 are also believed to be clearly patentable 
over Stellwagen, Jr. in view of Robinson et al. 

m addition, enclosed herewith is the Declaration of the inventors John M. Quememoen 
and Mark G. Hazzard submitted under 37 CFR §1.131, showing prior invention in the United 
States of the claimed inventions of the present application relative to the Yang ct al. patent (U.S. 
Patent No. 6,542,854). As detailed in the Declaration, and shown by the evidence attached 
thereto, the present inventors completed the inventions included in this application prior to April 
30, 1999, which is ftc effective filing date of the Yang et al. patent (U.S. Patent No. 6,542,854). 
As such. Applicants respectfldly request tot the Examiner withdraw all rejections of the pending 
claims, including claims 5-9, which are based on Yang et al. in view of the inventors' 

Declaration of Prior Invention. 

In paragraph 14 of the Office Action, the Examiner rejected claims 10-15 under 35 

U.S.C. § 103(a) as being unpatentable over Stellwagen, Jr., Robinson et al. and Yang et al. as 
apphed to claim 9 above, and ftnther in view of Miller ct ^. For similar reasons to Arose ^ven, 
as well as other reasons, claims 10-15 are believed to be clearly patentable over Stellwagen. Jr., 
Robinson et al., Yang et al. and Miller ct al. In addition, however, and as detailed above. 
Applicants respectfully request that the Examiner wifltdraw all rejections of the pending claims, 
including claims 10-15. that are based on Yang et al. in view of the inventors' Declaration of 
Prior Invention. 

In paragraph 20 of the Office Action, the Examiner rejected claims 16-19 under 35 
U.S.C. § 103(a) as being unpatentable over Stellwagen, Jr., Robinson et al. and Yang et al. For 
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1. Van a al in view of the inventors 

pending claims, including cl^ms 16-19, which are based on Yang e. al. 

Declaration of Prior Invention. 

,viewoftheforego.ng,AppUcantsbelievethatallpendingcl.^^ 

.on.t.nforallowance. Reexamination and recons.eration are respectMy re.^^^^^^^ Ifthe 
Bxa..nerbeUevesitwouldbebenefic.ltodiscusstheapplicati. 

way, please call the undersigned attorney at (612) 359-9348. 

Respectfully submitted, 
JohnQuemejfiaenetal. 



Bytheji 



Dated: 




BrianN/Tufti, Reg/ m 38,638 

croi*ton,seM&tufte,llc 

1221 Nicollet Avehue, Suite 800 
Minneapolis, MN 55403-2402 
Telephone: (612) 677-9050 
Facsimile: (612) 359-9349 
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